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DETAILED ACTION 
Double Patenting 

1 . A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

2. Claims 1-2,4-10,12-17,19-25,27-32,34-39,41-44 are rejected under 35 
U.S.C. 101 as claiming the same invention as that of claims 1-44 of prior U.S. Patent 
No. US 6,672,709 B1. This is a double patenting rejection. 

Below is a table of comparison between independent claims of patent US 



6,672,709 B1 and the instant application. 



Patent (US 6,672,709 B1) 


Instant Application 


1. An ink jet printhead comprising: 

a plurality of nozzles; and 

at least one respective heater element 
corresponding to each nozzle, 

wherein the printhead is configured to 
receive a suddIv of an electable liquid at 
an ambient temperature, and wherein 


1. An ink jet printhead comprising: 

a plurality of nozzles; and 

at least one respective heater element 
corresponding to each nozzle, 

wherein the printhead is configured to 
receive electable liquid at an ambient 
temperature, and wherein 
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each heater element is arranged for 


each heater element is arranged for 


beina in thermal contact with a bubble 


beino in thermal contact with the electable 


forming liquid. 


liquid. 


each heater element is configured to 


each heater element is configured to 


heat at least part of the bubble forminq 


heat at least part of the electable liquid to 


liquid to a temperature above its boiling 


a temperature above its boiling point to 


point to form a gas bubble therein thereby 


form a gas bubble therein thereby to cause 


to cause the ejection of a drop of the 


the ejection of a drop of the ejectable liquid 


ejectable liquid through the corresponding 


through the corresponding nozzle; and 


nozzle; and 


each heater element is configured such 


each heater element is configured such 


that the energy required to be applied 


that the energy required to be applied 


thereto to heat said part to cause the 


thereto to heat said part to cause the 


ejection of a said drop is less than the 


ejection of a said drop is less than the 


energy required to heat a volume of said 


energy required to heat a volume of said 


ejectable liquid equal to the volume of a 


ejectable liquid equal to the volume of a 


said drop, from a temperature equal to 


said drop, from a temperature equal to 


said ambient temperature to said boiling 


said ambient temperature to said boiling 


point. 


point. 




16. A printer system incorporating a 


16. A printer system incorporating a 


printhead, the printhead comprising: 


printhead, the printhead comprising: 
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a plurality of nozzles; and 


a plurality of nozzles; and 


at least one respective heater element 


at least one respective heater element 


corresponding to each nozzle, 


corresponding to each nozzle, 


wherein the printhead is configured to 


wherein the printhead is configured to 


receive a suddIv of an electable liauid at 


receive ejectable liquid at an ambient 


an ambient temperature, and wherein 


temperature, and wherein 


each heater element is arranged for 


each heater element is arranged for 


being in thermal contact with a bubble 


beinq in thermal contact with the electable 


forminq liauid. 


liquid, 


each heater element is configured to 


each heater element is configured to 


heat at least oart of the bubble formina 


heat at least oart of the electable liquid to 


liquid to a temperature above its boiling 


a temperature above its boiling point to 


point to form a gas bubble therein thereby 


form a gas bubble therein thereby to cause 


to cause the ejection of a drop of the 


the ejection of a drop of the ejectable liquid 


ejectable liquid through the corresponding 


through the corresponding nozzle; and 


nozzle; and 


each heater element is configured such 


each heater element is configured such 


that the energy required to be applied 


that the energy required to be applied 


thereto to heat said part to cause the 


thereto to heat said part to cause the 


ejection of a said drop is less than the 


ejection of a said drop is less than the 


energy required to heat a volume of said 


energy required to heat a volume of said 


ejectable liquid equal to the volume of a 


ejectable liquid equal to the volume of a 


said drop, from a temperature equal to 
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said drop, from a temperature equal to 


said ambient temperature to said boiling 


said ambient temperature to said boiling 


point. 


point. 




31 . A method of ejecting a drop of an 


31 . A method of ejecting a drop of an 


ejectable fluid from a printhead, the 


ejectable liauid from a printhead, the 


printhead comprising a plurality of nozzles 


printhead comprising a plurality of nozzles 


and at least one respective heater element 


and at least one respective heater element 


corresponding to each nozzle, the method 


corresponding to each nozzle, the method 


comprising the steps of: 


comprising the steps of: 


receiving a supply of an ejectable liquid, 


receiving a supply of an ejectable liquid, 


at an ambient temperature, to the 


at an ambient temperature, to the 


printhead; 


printhead; 


applying heat energy to at least one 


applying heat energy to at least one 


heater element corresponding to a said 


heater element corresponding to a said 


nozzle; 


nozzle; 


heating that at least one heater element, 


heating that at least one heater element, 


by the step of applying heat energy, so as 


by the step of applying heat energy, so as 


to heat at least cart of a bubble forming 


to heat at least cart of the eiectable liauid 


liauid which is in thermal contact with the 


which is in thermal contact with the heater 


at least one heated heater element to a 


element to a temperature above the boilinq 


temperature above the boiling point of the 


point of the eiectable liauid; 
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bubble forming liquid; 


generating a gas bubble in the ejectable 


aeneratina a aas bubble in the bubble 


liquid bv said step of heating; and 


forming liquid bv said step of heating; and 


causing a drop of the ejectable liquid to 


causing a drop of the ejectable liquid to 


be ejected through the nozzle 


be ejected through the nozzle 


corresponding to the at least one heater 


corresponding to the at least one heater 


element by said step of generating a gas 


element by said step of generating a gas 


bubble, wherein said applied heat energy 


bubble, wherein said applied heat energy 


is less than the energy required to heat a 


is less than the energy required to heat a 


volume of said ejectable liquid equal to the 


volume of said ejectable liquid equal to the 


volume of said drop, from a temperature 


volume of said drop, from a temperature 


equal to said ambient temperature to said 


equal to said ambient temperature to said 


boiling point. 


boiling point. 





Regarding the independent claims 1,16, and 31, the corresponding underlined 
limitations of the instant application stated above are either the same or does not 
contribute towards differentiating the scope of the claimed invention from that of the 
corresponding limitations in the U.S. Patent ('907). Thus, claims 1,16, and 31 are 
rejected by claims 1,16, and 31 of U.S. Patent ('907). This is a statutory double 
patenting rejection. 
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Regarding the dependent claims, claims 2,5,6,8,14,17,20,21,23,32, and 34 of the 
instant application are rejected by claims 2,5,6,8,14,17,20,21,23,32, and 34 of U.S. 
Patent ('907) because the corresponding claims are claiming the same invention. This is 
a statutory double patenting rejection. Note that, limitations "ejectable liquid" and 
"bubble forming liquid" are essentially the same limitations. 

Regarding the dependent claims, claims 4,7,9,10,12,13,15,19,22,24,25,27,28- 
30,35-39, and 41-44 of the instant application are rejected in view of claims 
4,7,9,10,12,13,15,19,22,24,25,27,28-30,35-39, and 41-44 of U.S. Patent ('907). This is 
a statutory double patenting rejection. 



3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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4. Claims 1,4,6,7,9,12-16,19,21,22,24,27-32,35,36,38,41,42,44 are rejected on the 
ground of nonstatutory obviousness-type double patenting as being unpatentable over 
claims 1,3,6,7,8,9,12-15,17, 20,21,22, 23, 25-28,29,30,33-36,39,40, and 41 of U.S. 
Patent No. US 6,824,246 B2. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the claimed inventions are the same 
with the exception that while claims in the U.S. Patent ('246) includes a limitation about 
a structure having thickness less than 5 microns, the claims of the instant application 
omits this limitation. 

Below is a table of comparison between independent claims of patent US 



6,824,246 B2 and the instant application. 


U.S. Patent No. US 6,824,246 B2 


Instant Application 


1.An ink jet printhead comprising: 


1 . An ink jet printhead comprising: 


a structure being less than 5 microns 


a plurality of nozzles; and 


thick; 


at least one respective heater element 


a plurality of nozzles incorporated on the 


corresponding to each nozzle, 


structure; and 


wherein the printhead is configured to 


at least one respective heater element 


receive electable liquid at an ambient 


corresponding to each nozzle, 


temperature, and wherein 


Wherein each element is arranged for 


each heater element is arranged for 


being in thermal contact with a bubble 


beina in thermal contact with the electable 


forming liquid, and 


liquid. 
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Each element is configured to heat at 


each heater element is configured to 


least part of the bubble forming liquid to a 


heat at least Dart of the electable liquid to 


temperature above its boiling point to form 


a temperature above its boiling point to 


a gas bubble therein thereby to cause the 


form a gas bubble therein thereby to cause 


ejection of a droD of the bubble formina 


the ejection of a drop of the electable liquid 


liauid through the nozzle corresponding to 


through the corresponding nozzle; and 


that element. 


each heater element is configured such 




that the energy required to be applied 


7. The printhead of claim 1 configured to 


thereto to heat said part to cause the 


receive a supDlv of the bubble forming 


ejection of a said drop is less than the 


liquid at an ambient temperature, wherein 


energy required to heat a volume of said 


each heater element is configured such 


ejectable liquid equal to the volume of a 


that the energy required to be applied 


said drop, from a temperature equal to 


thereto to heat said part to cause the 


said ambient temperature to said boiling 


ejection of said drop is less than the 


point. 


energy required to heat a volume of said 




bubble forming liquid equal to the volume 




of the said drop, from a temperature equal 




to said ambient temperature 




to said boiling point. 
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15. A printer system incorporating a 


io. A printer system incorporating a 


printhead, the printhead comprising: 


printhead, the printneaa comprising. 


a structure being less than 5 microns thick; 


a plurality ot nozzles, ana i 


a plurality of nozzles incorporated on the 


at least one respective neater element 


structure; and at least one respective 


corresponding to each nozzle, 


heater element corresponding to each 


wherein the printhead is configured to 


nozzle, wherein each element is arranged 


receive eiectaoie nauia at an amoient 


for being in thermal contact with a bubble 


temperature, and wherein 


forming liquid, and each element is 


each heater element is arranged for 


configured to heat at least part of the 


being in thermal contact with the eiectaoie 


bubble forming liquid to a temperature 


liauid, 


a ■■■■■■ ■ * j r i . . § i i _ 

above its boiling point to form a gas bubble 


each heater element is configured to 


therein thereby to cause the ejection of a 


■ 1 fti ■ a r i i • ■ i i i * • I i 

heat at least cart of the electable liauid to 


drop of the bubble forminq liauid through 


a temperature above its boiling point to 


the nozzle corresponding to that element. 


form a gas bubble therein thereby to cause 




the ejection of a droo of the electable liauid 


21 . A printer system of claim 15 wherein 


through the corresponding nozzle; and 


the printhead is configured to receive a 


each heater element is configured such 


supply of the bubble formina liauid at an 


that the energy required to be applied 


ambient temperature, and wherein each 


thereto to heat said part to cause the 
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heater element is configured such that the 
energy required to be applied thereto to 
heat said part to cause the ejection of said 
drop is less than the energy required to 
heat a volume of said bubble formina liauid 
equal to the volume of the said drop, from 
a temperature equal to said ambient 
temperature to said boiling point. 


ejection of a said drop is less than the 
energy required to heat a volume of said 
electable liauid eaual to the volume of a 
said drop, from a temperature equal to 
said ambient temperature to said boiling 
point. 


29. A method of ejecting a drop of a 
bubble forminq liauid from a printhead, the 
printhead comprising a plurality of nozzles 
and at least one respective heater element 
corresponding to each nozzle, the method 
comprising the steps of: 

providing the printhead, the printhead 
having a structure which is less than 5 
micron thick and which incorporates said 

I I 1 1 %^i \f ii kill \>s * \ v-«* i i \*a v v i 1 1 vy i i ill \y i i v** ^ * \* 

nozzles thereon; 

heating at least one element 
corresponding to a said nozzle so as to 


31 . A method of ejecting a drop of an 
electable liauid from a printhead, the 
printhead comprising a plurality of nozzles 
and at least one respective heater element 
corresponding to each nozzle, the method 
comprising the steps of: 

receivina a suoplv of an electable liauid. 
at an ambient temperature, to the 
printhead; 

applying heat energy to at least one 
heater element corresponding to a said 
nozzle; 



Application/Control Number: 10/534,811 


Page 12 


Art Unit: 2861 




heat at least part of the bubble forming 


heating that at least one heater element, 


liquid which is in thermal contact with the 


by the step of applying heat energy, so as 


at least one heated element to a 


to heat at least Dart of the electable liquid 


temperature above the boiling point of the 


which is in thermal contact with the heater 


bubble formina liauid; 


element to a temperature above the boiling 


qeneratina a aas bubble in the bubble 


point of the electable liquid; 


formina liquid bv said step of heating; and 


aeneratina a qas bubble in the electable 


causina the droo of bubble forminq liquid 


liquid bv said step of heating; and 


to be ejected through the nozzle 


causino a drop of the electable liquid to 


corresponding to the at least one heated 


be ejected through the nozzle 


element by said step of generating a gas 


corresponding to the at least one heater 


bubble. 


element by said step of generating a gas 




bubble, wherein said applied heat energy 


34. The method of claim 29, comprising, 


is less than the energy required to heat a 


prior to the step of heating at least one 


volume of said electable liquid equal to the 


heater element, the step of receiving a 


volume of said drop, from a temperature 


suddIv of the bubble forminq liquid, at an 


equal to said ambient temperature to said 


ambient temperature, to the printhead, 


boiling point. 


wherein the step of heating is effected by 




applying heat energy to each such heater 




element, wherein said applied heat energy 




is less than the energy required to heat a 
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volume of said bubble forming liquid equal 




to the volume of said drop, from a 




temperature equal to said ambient 




temperature to said boiling point. 





In the instant claims eiectable fluid correspond to bubble forming liquid in the 
patent ('246). 

Claim 1 of the instant application is taught by claims 1 and 7 of patent ('246). 

Claim 16 of the instant application is taught by claims 15 and 21 of patent ('246). 

Claim 31 of the instant application is taught by claims 29 and 34 of patent ('246). 

Claims 4,6,7,9,12,13,14, and 15 of the instant application are taught by claims 
3,6,8,9,1 1 ,12,13, and 14 of patent ('246). 

Claims 19, 21,22, 24, 27,28,29, and 30 of the instant application are taught by 
claims 17, 20,22, 23, 25,26,27, and 28 of patent ('246). 

Claims 32,35,36,38,41,42, and 44 of the instant application are taught by claims 
30,33,35,36,39,40, and 41 of patent ('246). 

Response to Arguments 
5. Applicant's arguments filed 08/15/2007 have been fully considered but they are 
not persuasive. 

Regarding the applicant's argument that the amendment made in the present 
application differentiate the claimed invention over the inventions claimed in US patent 
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6,672,709 is noted. However, the amended limitations in the claims are mere change of 
words having essentially the same meaning failing to differentiate the claimed 
inventions over the inventions claimed in US patent (709), please see the statutory type 
double rejection above. Thus, the statutory type rejection in view of US patent 
6,672,709 is maintained. 

Conclusion 

6. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Henok Legesse whose telephone number is (571) 270- 
1615. The examiner can normally be reached on Mon - FRI, 7:30-5:00, ALT.FRI 
EST.TIME. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Luu can be reached on (571) 272-7663. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



HL 

09/26/2007 




MATTHEW LUU 
SUPERVISORY PATENT EXAMINER 



